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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

OMEGA, S.A.,

OPPOSER,

v.

ALPHA PHI OMEGA,

APPLICANT.

Opposition Nos. 
91197504 (Parent) &

          91197505 (Child)

Serial Nos. 
77950436 & 77905236

ALPHA PHI OMEGA’S OPPOSITION TO MOTION TO PRECLUDE EVIDENCE 
AND TO COMPEL DISCOVERY

“Disingenuous” is a nice word describing Omega’s feigned claim of “surprise” associated 

with the truths its seek to hide from the Board.  A better word to describe Omega’s approach and 

demeanor is “denial,” denial in the sense of the psychological deficiency in which Omega 

refuses to acknowledge the information repeatedly brought to its attention. Ignoring our letters 

where we brought the pertinent information to the attention of Omega’s counsel is one thing. 

Most striking though – no, most shocking – is Omega’s mistaken claim the information was 

never disclosed in discovery. The witnesses and exhibits were actually disclosed to Omega in 

Applicant’s Initial Disclosures!  It is not our fault Omega ignored this information, rather than 

specifically address it in their discovery requests. Like the metaphorical ostrich hiding it’s head 

in the sand, Omega ignores the pertinent facts every time they are brought to Omega’s attention. 

It is no one’s fault other than Omega that it never sought discovery relating to the key 

information brought to its attention in writing at the outset of this litigation, later brought to it 

attention in other correspondence, and again formally brought to its attention in our Initial 

Disclosures. 
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Omega’s ranting and raving aside, the issues in these consolidated oppositions are quite 

simple; the issues are not factually intensive. The Applicant here, Alpha Phi Omega is an 89 year 

old fraternity.  It provides its members with a wide array of affinity products including jewelry 

and clothing bearing it name and insignia for members to display to proudly proclaim their 

membership in the fraternity. The parties have coexisted since 1925 without a single known 

instance of confusion. Nonetheless now, after all these years, Omega contends the Alpha Phi 

Omega affinity merchandise infringes and dilutes Opposer’s marks.

The paradoxical bind Omega finds itself in is the practical difficulty – if not impossibility 

– of proving that Alpha Phi Omega, clearly a fraternity name, is likely to be confused with the 

watch company’s marks, marks which are most commonly used with high end timepieces 

costing thousands of dollars. The possibility of proving Omega’s claim of fame for dilution 

purposes is just as inconceivable. 

A fundamental problem with Omega’s claim is the reality it tries to ignore, dozens of 

Greek letter fraternities and sororities with the Greek letter “Omega” in their name have 

coexisted with Omega Watch for scores of years. Indeed, the Omega Watch assertions are

especially complicated by the fact  that at least three major national fraternities and sororities, 

Alpha Tau Omega, Alpha Chi Omega and Chi Omega, have been in operation since the 1800s, 

since prior to the entrée of the Omega Watch brand into the United States. The ironical paradox 

thus is this: if there is a likelihood of confusion between the Omega Watch marks and fraternity 

jewelry bearing Greek alphabet letters including Ω, basic logic suggests that Opposer is an 

infringer of the Alpha Tau Omega, Alpha Chi Omega marks, and the Chi Omega marks!

Furthermore, the widespread use of “Omega” in fraternity and sorority names is likely lethal to 

Omega’s dilution claim.
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This paradox is what Omega tries to obfuscate with the pending motion. Omega seeks to 

exclude Declarations provided with our pending Motion for Summary Judgment, namely

 Declaration of Dan Shaver, a licensing executive who handles merchandise 

licensing for 94 fraternities and sororities, including numerous with “Omega” in their name. The 

pertinence of his Declaration is to describe how fraternities and sororities typically merchandise 

their names and Greek alphabet letters on jewelry and other affinity merchandise for members to 

wear and display to denote membership in their respective fraternity or sorority. 

 Declaration offered on behalf of the Alpha Tau Omega Fraternity that it has 

been in existence since 1865 and continuously since its founding, it’s Greek letter insignia, ATΩ, 

has been utilized on jewelry. 

 Declaration offered on behalf of the Alpha Chi Omega Fraternity, a fraternity 

for women commonly referred to as a sorority that it has been in existence since 1885 and 

continually since its founding, it’s Greek letter insignia, AXΩ, has been utilized on jewelry.

 Declaration offered on behalf of the Chi Omega Fraternity, a fraternity for 

women commonly referred to as a sorority that it has been in existence since 1895 and 

continuously since its founding, it’s Greek letter insignia, XΩ, has been utilized on jewelry. 

Omega misrepresents to the Board that this information was not brought to its attention 

until just prior to the opening of the testimony period. What Omega ignores in its denial to 

acknowledge reality is that this precise information was brought to its attention at the very outset 

of these Oppositions. In a cover letter to Omega’s counsel provided with our Answers, on 

December 27, 2010, we pointed out to them –

We assume you understand that there are numerous Greek letter 
collegiate fraternal organizations, and that each one typically uses 
a combination of two to three Greek alphabet letters as its name.  
Many of these utilize the Greek alphabet letter “Omega” in their 
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name.  Perhaps you were unaware that there is a well-established 
niche market through which Greek letter collegiate fraternal 
organizations make available for purchase by their members 
various affinity products, including clothing, badges, jewelry and 
so forth containing their Greek names and letters, including various 
of those organizations that use the Greek alphabet letter “Omega” 
in their name.

Our brief research reveals an extensive amount of third-party use 
of the Greek letter “Omega” by Greek organizations. For example, 
the website of just one Greek jewelry vendor, 
http://www.hjgreek.com/index.cfm?event= 
Products.showOrganizations, displays jewelry for six Greek 
organizations which include the word “Omega,” namely, Alpha 
Chi Omega, Alpha Omega Epsilon, Alpha Phi Omega, Alpha Tau 
Omega, Chi Omega and Omega Tau Sigma.  Printouts for each of 
these organizations prominently displaying clothing and jewelry 
with the word “Omega” are enclosed for your review.  It is worth 
noting that at least two of these, Alpha Chi Omega and Alpha Tau 
Omega, founded respectively in 1885 and 1865, predate your 
client.  Further, a simple online Google search reveals an 
additional four Greek organizations which include the word 
“Omega,” namely, Omega Psi Phi, Alpha Omega Theta, Alpha Nu 
Omega and Gamma Phi Omega.  Enclosures demonstrating 
advertisement of clothing and jewelry bearing these organizations’ 
names are also attached for your review.  Given the widespread use 
within the Greek community of the Greek letter “Omega” in 
connection with clothing and jewelry, we hope you will agree that 
the pending oppositions are not good candidates for successful 
dilution claims. 

A copy of this December 27, 2010 correspondence to Omega’s counsel is submitted herewith 

marked as Defendant’s Exhibit 5 (emphasis added).  With that correspondence, we included 

printouts of many of the documents of which Omega now feigns “surprise.” Further, the internet

website link provided to Omega’s counsel in that letter, 

http://www.hjgreek.com/index.cfm?event= Products.showOrganizations, is the website from 

which numerous of the pages are found which were included with the Declarations Omega 

wishes to exclude. This information was brought to Omega’s counsel’s attention nearly four 

years ago, by letter dated December 27, 2010. It is disingenuous for Omega to claim it was 

http://www.hjgreek.com/index.cfm?event=%20Products.showOrganizations
http://www.hjgreek.com/index.cfm?event=%20Products.showOrganizations
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unaware of this information until the end of July, 2014!

Not only was all of this information brought to the attention of Omega’s counsel in 2010 

(Defendant’s Exhibit 5), it was again brought to their attention in a letter dated May 5, 2011 –

Alpha Phi Omega has been in existence for over 85 years, since 
1925.  Jewelry bearing the Alpha Phi Omega name or Greek 
Alphabet letters has been produced for that entire time period. For 
however long Omega SA has been doing business in the United 
States markets, the parties have coexisted without any instances of 
confusion known to us.  Are you aware of any?  We expect there 
has been none. Considering that Alpha Phi Omega is a collegiate 
fraternal organization, just like numerous other collegiate Greek 
letter fraternities and sororities who utilize the Greek Alphabet 
letter “Omega” in their name, we would be quite surprised if 
anyone ever confuses Omega SA’s commercial endeavors and 
products with fraternities and sororities or their Greek affinity 
merchandise. 

This firm and Alpha Phi Omega’s merchandising company also 
represent the Alpha Tau Omega Fraternity, founded in 1865, and 
the Alpha Chi Omega Sorority, founded in 1885. Jewelry bearing 
both of these organizations names or Greek Alphabet letters has 
been produced for them ever since their founding dates, dates 
which predate any first use of the Omega SA marks anywhere,
much less here in the States.

This firm and Alpha Phi Omega’s merchandising company also 
represent the Chi Omega Sorority, founded in the spring of 1895 
apparently about simultaneous with the first use of the Omega SA 
marks. Chi Omega is the largest collegiate sorority and like all 
fraternities and sororities, jewelry bearing it name or Greek 
Alphabet letters has been produced for it since its founding. See 
Trademark Registration No. 1,361,759.

A copy of this May 5, 2011 correspondence to Omega’s counsel is submitted herewith marked as 

Defendant’s Exhibit 6 (emphasis added). 

Not only was this information brought to Omega’s counsel’s attention by us in 

correspondence in 2010, again by correspondence in 2011, it was again formally brought to 

their attention in our Initial Disclosures. See Defendant’s Exhibit7. 
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Notwithstanding having this information at least three times brought to their attention, 

Omega here seems to exclude the following:

Dan Shaver Declaration: It is disingenuous for Omega to claim “surprise” relating to 

the Declaration of Dan Shaver in which he describes how fraternities and sororities typically 

merchandise their names and Greek alphabet letters on jewelry and other affinity merchandise to 

note membership in their respective fraternity or sorority. In our Initial Disclosures, this was 

clearly brought to their attention. We identified him and disclosed his “[g]eneral knowledge 

relating to the history of the fraternity and sorority system in the United States; the Greek affinity 

products market and common usage by fraternities and sororities of their names and initials on 

jewelry and other merchandise.”

Alpha Tau Omega Declaration: It is disingenuous for Omega to claim “surprise” 

relating to the Declaration the Alpha Tau Omega Fraternity which notes the founding of that 

fraternity in 1865 and the common use of the fraternity name and Greek letter insignia, ATΩ, on 

merchandise used by members to indicate their membership in the organization, including use of 

the ATΩ insignia on jewelry continuously since 1865. In addition to bringing this information to 

the attention of Omega’s counsel in the 2010 cover letter with our Answers and again in the 2011 

correspondence, this information was also formally disclosed in our Initial Disclosures. In our 

Initial Disclosures, we identified Alpha Tau Omega Fraternity and disclosed that its Designees 

could provide information relating to “[t]he history of their organization and the use of the 

Omega word and symbol, Ω, on jewelry and other merchandise.”  

Alpha Chi Omega Declaration: It is disingenuous for Omega to claim “surprise” 

relating to the Declaration the Alpha Chi Omega Fraternity, a fraternity for women commonly 

referred to as a sorority. This Declaration notes the founding of the sorority in 1885 and the 
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common use of the sorority name and Greek letter insignia, AXΩ, on merchandise used by 

members to indicate their membership in the organization, including use of the AXΩ insignia on 

jewelry continuously since 1885. In addition to bringing this information to the attention of 

Omega’s counsel in the 2010 cover letter with our Answers and again in the 2011 

correspondence, this information was also formally disclosed in our Initial Disclosures. In our 

Initial Disclosures, we identified Alpha Chi Omega and disclosed that its Designees could 

provide information relating to “[t]he history of their organization and the use of the Omega 

word and symbol, Ω, on jewelry and other merchandise.”  

Chi Omega Declaration: It is disingenuous for Omega to claim “surprise” relating to the 

Declaration the Chi Omega Fraternity, a fraternity for women commonly referred to as a 

sorority. This Declaration notes the founding of that sorority in 1895 and the common use of the 

sorority name and Greek letter insignia, XΩ on merchandise used by members to indicate their 

membership in the organization, including use of the XΩ insignia on jewelry continuously since 

1895. In addition to bringing this information to the attention of Omega’s counsel in the 2010 

cover letter with our Answers and in the 2011 correspondence, this information was also 

formally disclosed in our Initial Disclosures. In our Initial Disclosures, we identified Chi Omega 

and disclosed that its Designees could provide information relating to “[t]he history of their 

organization and the use of the Omega word and symbol, Ω, on jewelry and other merchandise.”  

In addition to identifying the Declarants in our Initial Disclosures, we also disclosed the 

documents now complained of by Omega, informing Omega as follows:

Categories of documents and tangible things within the possession, 
custody or control of Applicant, which it may use to support its 
claims and defenses in this action:

2. Examples of widespread use of the Omega word and 
symbol, Ω, on fraternity and sorority jewelry and other 
merchandise dating back to the 1800s.
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Omega cannot candidly state it was “surprised” by the Shaver, Alpha Tau Omega, Alpha

Chi Omega, and Chi Omega Declarations, nor can it complain about the documentary materials 

included therewith. All of this information was repeatedly brought to its attention, by 

correspondence dated December 27, 2010, (Defendant’s Exhibit 5), by correspondence dated 

May 5, 2011, (Defendant’s Exhibit 6), and formally in our Initial Disclosures, (Defendant’s 

Exhibit 7).

If indeed the Initial Disclosures were inadequate, Omega was freely able to bring a 

motion so claiming. See TBMP § 523.01, However, such a motion is untimely unless brought 

prior to the close of discovery. See TBMP § 523.03. Regardless, there was nothing deficient 

about the Initial Disclosures which overtly put Omega on notice of the information relating to 

which it now feigns “surprise.”

The truth remains, dating back to 2010, and repeatedly thereafter, it was brought to the 

attention of Opposer and its counsel that numerous fraternities and sorororities have “Omega” in 

their name, fraternities and sororities commonly utilize their insignia on jewelry and other items 

and Alpha Tau Omega has done so since 1865, Alpha Chi Omega has done so since 1885, and 

Chi Omega has done so since 1895. In our Initial Disclosures, we listed Dan Shaver, and 

Designees of Alpha Tau Omega, Alpha Chi Omega, and Chi Omega. For Omega to claim it is 

now “surprised” by this information is ludicrous. It is not our fault Omega for some peculiar 

reason never sought any follow up discovery relating to this information. That strategy decision 

is Omega’s self-inflicted problem, not grounds to hide from the Board the truth about the Greek 

merchandise market and its history. 

This is not a case where witnesses the Opposer seeks to exclude were not identified in 

Initial Disclosures, discovery, or any supplements thereto, in which case it might be appropriate 
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to consider whether “surprise” is grounds for excluding evidence of lesser import. See Pepsico, 

Inc. v. Pirincci, 2013 TTAB LEXIS 633, at *6-7 (TTAB, Jan 7, 2013). All of the truths Omega 

wishes to exclude were long ago brought to its attention, including through correspondence dated 

December 27, 2010, (Defendant’s Exhibit5), correspondence dated May 5, 2011, (Defendant’s 

Exhibit 6), and formally in our Initial Disclosures, (Defendant’s Exhibit7).

Omega cannot candidly claim to be surprised by the Declarations. It is not our fault 

Omega propounded no discovery requests specifically relating to this information. It is not our 

fault Omega did not take the Shaver’s deposition. Both he and the information he authenticates 

was disclosed and described in our Initial Disclosures and further, many of the documentary 

items appended to his Declaration were earlier provided to Omega’s counsel back on December 

27, 2010, (Defendant’s Exhibit 5). It is not our fault Omega did not take depositions of the 

Designees of Alpha Tau Omega , Alpha Chi Omega, and Chi Omega. Each of them, and the 

information they authenticate was disclosed and described in our Initial Disclosures and further, 

many of the documentary items appended to the Declarations were earlier provided to Omega’s 

counsel back on December 27, 2010, (Defendant’s Exhibit 5).   

It’s not our fault Omega became like an ostrich. Those identified in Initial Disclosures 

should “reasonably be viewed as possible witnesses.” Jules Jurgensen/Rhapsody, Inc. v. 

Baumberger, 2009 TTAB LEXIS 472 (TTAB, July 6, 2009); see also Spier Wines (PTY) Ltd. v. 

Shepher, 2012 TTAB LEXIS 218, at *9 (TTAB, June 12, 2012) (“persons identified in initial 

disclosures may reasonably be viewed as possible trial witnesses”). One such as Omega “will not 

now be heard to complain. Time Warner Entm’t Co. v. Jones, 65 USPQ2d 1650, 1656-57 (TTAB 

2002) Omega had “the opportunity to notice and take discovery depositions . . . of persons with 

http://web.lexisnexis.com/research/xlink?app=00075&view=full&interface=1&docinfo=off&searchtype=le&search=91+U.S.P.Q.2D+%28BNA%29+1443
http://web.lexisnexis.com/research/xlink?app=00075&view=full&interface=1&docinfo=off&searchtype=le&search=105+U.S.P.Q.2D+%28BNA%29+1239
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knowledge of relevant facts. In these circumstances, [Opposer’s] claim that [it] was deprived of 

the opportunity to obtain discovery . . . prior to trial is not persuasive.” Id.

Even if we had not as long ago as December 27, 2010, (Defendant’s Exhibit5), and even 

if we had not repeatedly thereafter pointed out to Omega that numerous fraternities and sororities 

have Omega in their name and typically reproduce their name and Greek letters on affinity

merchandise including jewelry, such evidence of third party use of similar marks “should not 

have come as a surprise because it is common practice to introduce third-party use to 

demonstrate that a mark is weak and , therefore, entitled to only a narrow scope of protection.” 

Mfrs Technical Insts, Inc. v. Pinnacle Coll., LLC, 2013 TTAB LEXIS 478, at *6 (TTAB, Sept. 4, 

2013). But that is not even what we are here dealing with, this is not a situation where 

undisclosed evidence of third-party use was first disclosed at trial, the information Omega here 

seeks to exclude was brought to its attention back in 2010, again brought up thereafter including 

formal inclusion in our Initial Disclosures.

This is not a situation where neither the witness nor the documents were identified until

our pre-trial disclosures, but even if it were, Omega would have been hard-pressed to claim 

prejudicial surprise. 

[A]pplicant’s attempt to present evidence of third-party use… 
should not have come as a surprise because it is common practice 
to introduce third-party use to demonstrate that a mark is weak 
and, therefore, entitled to only a narrow scope of protection. The 
documents. . . were equally accessible to opposer, i.e., they were 
publicly available via the internet. Finally, opposer had thirty days 
between the close of applicant's testimony period and the opening 
of its rebuttal period to prepare any rebuttal against the evidence of 
third-party use. Accordingly, opposer's objection to the Fuchs' 
testimony deposition exhibits on the basis that the documents were 
not previously produced in response to opposer's discovery 
requests is overruled.

Mfrs. Tech. Insts., Inc. v. Pinnacle College, LLC, 2013 TTAB LEXIS 478, 6-7 (TTAB

http://web.lexisnexis.com/research/xlink?app=00075&view=full&interface=1&docinfo=off&searchtype=le&search=105+U.S.P.Q.2D+%28BNA%29+1239
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Sept. 4, 2013) quoting Rocket Trademark Pty Ltd. V. Phard S.p.A., 98 USPQ2d 1066, 1071-72 

(TTAB 2011).

The case law relied upon by Omega in support of its effort to avoid the truth is

inapplicable on its face. Hunter Indus. v. Toro Co., 110 USPQ2d 1651,  (TTAB 2014), the 

untimely exhibits, requested in discovery, were not produced until “during applicant’s testimony

period.” Quite to the contrary here, many of the documents were produced with the 2010 cover 

letter to our Answers (Defendant’s Exhibit 5) and the remaining few were identified in our Initial 

disclosures. As for the Declarant’s they too were identified in our Initial Disclosures, and the 

Declarations were produced, the day prepared and signed, prior to any of the testimony periods, 

unlike the situation in Great Seats Inc. v. Great Seats Ltd., 100 USPQ2d 1323 (TTAB 2011). In 

Great Seats, one of the trial witnesses was not identified by Opposer until its pretrial disclosures, 

and an additional 26 previously undisclosed trial witnesses were not identified until months later 

in amended and supplemental pretrial disclosures. Id. at 1325. Even there, the Board only 

precluded the testimony of the 26 witnesses never disclosed until the amended and supplemental 

pretrial disclosures, but allowed Opposer to go forward with the witness never disclosed until the 

pretrial disclosures. Id. at 1328.

Unlike Hunter Indus. and Great Seats, here we are not dealing with a situation where  

witnesses and exhibits was not disclosed until a party’s pre-trial disclosure (or later), here the 

truths Omega seeks hide were disclosed prior to even the commencement of discovery through 

correspondence dated December 27, 2010, (Defendant’s Exhibit 5), correspondence dated May 

5, 2011, (Defendant’s Exhibit 6), and formally in our Initial Disclosures, (Defendant’s Exhibit 

7). 

http://web.lexisnexis.com/research/xlink?app=00075&view=full&interface=1&docinfo=off&searchtype=le&search=2013+TTAB+LEXIS+478
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For Omega to claim surprise simply because persons with knowledgeable information 

were not re-identified in response to an interrogatory inquiry about which witnesses we may 

have decided to present at trial misses the point. Omega cannot candidly claim surprise. 

In identifying individuals through initial disclosures, a party need 
not identify all those that may be called at trial as potential "trial 
witnesses," and instead must identify any trial witnesses through 
pretrial disclosures. However, because individuals identified 
through initial disclosures have knowledge that the disclosing party 
may use to support its claims or defenses, the persons identified in 
initial disclosures may reasonably be viewed as possible trial 
witnesses.

Spier Wines (PTY) Ltd. v. Shepher, 2012 TTAB LEXIS 218, 8-9 (Trademark Trial & App. Bd. 

June 12, 2012) (quoting Jules Jurgensen/Rhapsody, Inc. v. Baumberger, 91 USPQ2d 1443, 1443 

n.1 (TTAB 2009)) (emphasis added).

This is not a case of failure to supplement, or prejudicially late supplementation. There is 

no “obligation to provide supplemental or corrective information that has been otherwise made 

known to the parties in writing or during the discovery process. Fed. R. Civ. P. 26(a)(1)(A)(i); 

see also Galaxy Metal Gear, Inc. v. Direct Access Technology, Inc., 91 USPQ2d 1859, 1861 

(TTAB 2009) and TBMP § 414 (7) (same). “There is no real surprise for applicant to cure.” 

Sheetz of Dela., Inc., v. Doctor’s Assocs. Inc., 2013 TTAB LEXIS 468, at *10.

Omega propounded 53 request for Production, 22 Request for Admissions, and 29 

interrogatories. For some reason though, none of those discovery requests specifically addressed 

the key defenses brought to Omega’s attention in the cover letter with our Answers, later 

correspondence, and in our Initial Disclosures. Although we cannot fathom the strategic reason, 

short of a refusal to recognize reality, for some reason Omega never saw the need to propound 

any discovery requests specifically directed to investigating the information so many times 

brought to it attention. Dan Shaver and the other Declarant’s were formally brought to Omega’s 

http://web.lexisnexis.com/research/xlink?app=00075&view=full&interface=1&docinfo=off&searchtype=le&search=105+U.S.P.Q.2D+%28BNA%29+1239
http://web.lexisnexis.com/research/xlink?app=00075&view=full&interface=1&docinfo=off&searchtype=le&search=105+U.S.P.Q.2D+%28BNA%29+1239
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attention in our initial disclosures. The link to the website of the jeweler specializing in fraternity 

and sorority jewelry from which many of the attachments to the Declarations were taken was 

provided to Omega’s counsel back December 27, 2010, (Defendant’s Exhibit 5), along with an 

assortment of other representative point of purchase displays showing fraternity and sorority 

merchandise. “There is no real surprise for applicant to cure.” Sheetz of Dela., Inc., 2013 TTAB 

LEXIS 468, at *10 

None of the 104 discovery requests propounded by Omega specifically address the 

information Omega now seeks to exclude. Perhaps the closest general request is the invalid and 

properly objected to Request for Production No. 42 which requested “all documents that 

applicant contends are relevant to this proceeding.”  Such a request is properly objectionable as 

vague and overbroad in violation of the rule that a Request for Production “must describe with 

reasonable particularity” what is sought. See Fed. R. Civ. P. 34(b)(1)(A). Indeed, as the Board 

itself notes, such an overly broad request “may be disregarded.” Kegan v. Lane, 1998 TTAB 

LEXIS 276 at *3 (TTAB, Apr. 15, 1998) (“document request which requires applicant to 

produce documents ‘relevant to our interrogatory requests or to our admissions requests’ is 

overbroad and vague and may be disregarded”).

None of the other discovery request in the pending motion have anything at all to do with 

the Declarations Omega wrongly seeks to exclude through feigned cries of “prejudicial surprise.”

There is no “obligation to provide supplemental or corrective information that has been 

otherwise made known to the parties in writing or during the discovery process. Fed. R. Civ. P. 

26(a)(1)(A)(i); see also Galaxy Metal Gear, Inc. v. Direct Access Technology, Inc., 91 USPQ2d 

1859, 1861 (TTAB 2009) and TBMP § 414 (7) (same). The remaining requests were 

appropriately responded to; there is no basis to compel anything further. Note the following:

http://web.lexisnexis.com/research/xlink?app=00075&view=full&interface=1&docinfo=off&searchtype=le&search=105+U.S.P.Q.2D+%28BNA%29+1239
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 Request No. 1 sought documents relating to the “first use” of Applicant’s marks. 

We produced documents AL002-005 (see attached) evidencing jewelry designs adopted by 

Applicant in 1925 bearing the Greek letters. AΦΩ. We have nothing further referencing the “first 

use” of the marks. There is nothing to compel. 

 Request No. 35 sought documents “applicant intends to offer into evidence.”

Although Applicant’s pretrial disclosures are not yet due, no decision has yet been made to 

introduce anything other than what has already been produced or identified. There is no 

“obligation to provide supplemental or corrective information that has been otherwise made 

known to the parties in writing or during the discovery process. Fed R. Civ. P. 26(a)(1)(A)(i); see 

also Galaxy Metal Gear, 91 USPQ2d at 1861. See also TBMP § 414 (7).

 Request No. 36 seeks “documents” identifying persons Applicant intends to call 

to testify. Although Applicant’s pretrial disclosures are not yet due, no decision has yet been 

made to call any witnesses other than those already identified. There is no “obligation to provide 

supplemental or corrective information that has been otherwise made known to the parties in 

writing or during the discovery process. Fed R. Civ. P. 26(a)(1)(A)(i); see also Galaxy Metal 

Gear, 91 USPQ2d at 1861. See also TBMP § 414 (7).

 Request No. 42 seeks production of “any” relevant information. As discussed 

above, this request was properly objected to; the request is invalid on its face. Kegan, 1998 

TTAB LEXIS 276 at *3 (“document request which requires applicant to produce documents 

‘relevant to our interrogatory requests or to our admissions requests’ is overbroad and vague and 

may be disregarded”).

 Request No. 44 seeks documents relating to the first use of Applicant’s marks on 

jewelry. Applicant properly responded to this request. See comments above re Request No. 1.
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 Request Nos. 45 and 47 seek documents relating to the first use of Applicant’s 

marks on watches. Applicant admits that it has used its marks on watches, and has produced 

license agreements and point of purchase displays relating to same, but otherwise objects to these 

requests as neither relevant, not calculated to lead to the discover of any relevant evidence. 

Neither of the applications in issue seek registration in relation to watches. Opposer claims it is 

pertinent though for them to discover whether the marks are also used with watches. We have 

acknowledged they are and have produced that information. It is not possible though to locate 

documents relating to the “first use” on watches, or the “decision “ to reproduce the marks on 

watches. Applicant has been in existence for nearly 90 years and does not have any known 

access to any records relating to same. 

 Request No. 46 seeks documents relating to the first use of Applicant’s marks on

clothing. As discussed just above, It is not possible to locate documents relating to the “first use”

on clothing. Applicant has been in existence for nearly 90 years and does not have any known 

access to any records relating to same.

 Request No. 56 seeks “all documents” reflecting the yearly revenues Applicant 

has received relating to merchandising its marks dating back to 1925. We objected to this request

as overly burdensome, harassing and neither relevant, nor calculated to lead to the discovery of 

any relevant evidence. Further, we have advised Opposer’s counsel that applicant does not have 

any known access to any records relating to such records dating all the way back to 1925. We are 

not here dealing with descriptive marks. There is no need for Applicant to show any acquired 

distinctiveness of it marks. The extent of Applicant’s merchandising dating back to 1925 is of 

no pertinence to the issues of this case. Further the request relates to that simply are not that type 

a non-profit fraternity should reasonably be expected to retain. Regardless, by earlier agreement 
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with Opposer’s counsel, we did produce compilations providing this information for the past five 

years. We stand by any assurance we may have made to Opposer’s counsel we consider this 

information irrelevant; it certainly is not something they should fear we will present at trial. 

Especially considering the impertinence of this information to the actual issues in these

oppositions, we stand by our objections. 

CONCLUSION

All of the information Opposer seeks to exclude was disclosed through correspondence 

dated December 27, 2010, (Defendant’s Exhibit 5), correspondence dated May 5, 2011, 

(Defendant’s Exhibit 6), and formally in our Initial Disclosures, (Defendant’s Exhibit 7).

This is not a case of failure to supplement, or prejudicially late supplementation. There is 

no “obligation to provide supplemental or corrective information that has been otherwise made 

known to the parties in writing or during the discovery process. Fed R. Civ. P. 26(a)(1)(A)(i); see 

also Galaxy Metal Gear, , 91 USPQ2d at 1861; see also TBMP § 414 (7). “There is no real 

surprise for applicant to cure.” Sheetz of Dela., Inc., 2013 TTAB LEXIS 468, at *10.

Alpha Phi Omega properly responded to Opposer’s discovery requests. There is no basis 

for a motion to preclude evidence or to compel discovery. ACCORDINGLY, the motion should 

be denied. 

Respectfully requested, 

/jackawheat/
Jack A. Wheat
Mari-Elise Taube
STITES & HARBISON PLLC
400 West Market Street, Suite 1800
Louisville, Kentucky  40202-3352
Telephone: (502) 587-3400

Counsel for Alpha Phi Omega

http://web.lexisnexis.com/research/xlink?app=00075&view=full&interface=1&docinfo=off&searchtype=le&search=105+U.S.P.Q.2D+%28BNA%29+1239
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CERTIFICATE OF SERVICE AND ELECTRONIC SUBMISSION

I hereby certify that a true copy of this item, ALPHA PHI OMEGA’S OPPOSITION TO 

MOTION TO PRECLUDE EVIDENCE AND TO COMPEL DISCOVERY is being filed 

electronically with the U.S. Patent and Trademark Office using the ESTTA service, and a copy 

has been served on counsel for Opposer by mailing said copy this 18th day of August, 2014, via 

First Class Mail, postage prepaid, to:

Jess M. Collen
Thomas P. Gulick
Oren Gelber
COLLEN IP 
The Holyoke-Manhattan Building 
80 South Highland Ave.
Ossining, New York 10562

/jackawheat/_____________
Jack A. Wheat
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